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1395804 Ontario Ltd. v. AG 


; CFN T-1391-14 - Plaintiff’s Costs Submissions - Nov 21, 2016 A. Overview 


1.


 


Pursuant to this Court’s order of November 10, 2016, the Plaintiff’s action for copyright infringement was dismissed and costs ordered payable in favor of the Defendant. The Defendant has served its costs submissions, which include affidavit evidence in support of its position of approximately 200 pages. The Plaintiff objects to the Defendant filing materials in addition to the 10-page limit stipulated by the Court. In the alternative, if the Court allows additional materials to be filed and received from the Defendant, the Plaintiff requests an opportunity to review and respond to any affidavit or other document filed by the Defendant, which exceeds the 10-page limit for submissions stipulated in this Court’s order of November 10


th


. 2.


 


The Defendant’s claim for 70% of its real costs, which appear to be in the range of $165,289, is grossly exaggerated. Its request to exceed costs calculated on the basis of the normally applied Column III costs from the table to Tariff “B” to the 


Federal Courts Rules


 should be denied as there is no reasoned or compelling basis for increased costs. An appropriate and measured application of costs in this case should be 


$5,000


, i.e. below the low end of Column III of the table given the novel law defense raised by the Defendant in what the Defendant fashioned as a “test case”. The largest driver of costs in the present action has been the unnecessary, disproportionate and unbridled defense framed by the Defendant to preempt other actions by the Plaintiff by building a case advancing a novel principle of law in order to establish that the Plaintiff has misused copyright and should be denied relief under the 


Copyright Act 


 for the present and other actions that it has filed. 3.


 


The unique evolution of the present action as a “test case” was driven by the Defendant’s theory of the present action and other actions filed by the Plaintiff that sought to characterize the Plaintiff as “copyright troll”. In raising its novel copyright trolling defense, the Defendant significantly expanded the scope of discovery and compelled the disclosure of correspondence, exchanges and information from other independent actions filed by the Plaintiff against both the Attorney General of Canada (AGC) and non-AGC parties. The discovery of this material was irrelevant to this Court’s ruling. The Defendant also expanded the length of the trial and called evidence that did not relate to the matter at issue between the parties and, by its own admission, developed a theory of its case to aid in its defense of other cases. Its defense was not material to the Court’s ruling, which based itself on an interpretation and application of fair dealing principles from the Supreme Court related to the matters that occurred as between the parties and not the facts relating to other actions. 



















        
        

        

        

        

        

        

        

        

      

      
        
      
    
  
    
      
        
          

 

2 


4.


 


The Defendant also makes reference to an offer to settle that it made early on in the proceeding, which it maintained throughout the litigation; however, this offer to settle should not be applied to double the costs in favor of the Defendant pursuant to Rule 420. The Defendant resisted the Plaintiff’s attempt to advance parallel proceedings against AGC and non-AGC Defendants based on facts materially different to those of the present action and, on its own initiative, crafted a “test case” approach without consent of the Plaintiff in order to dry-run a novel defense, which it intended to apply in an effort to preempt other actions filed by the Plaintiff. The test case rationale was carefully devised by the Crown with a view of obtaining a trial judgment that would address future cases filed by the Plaintiff. For the test of novel principles of law – the Crown should be prevented from relying on the strict terms of an offer to settle and should not be rewarded for unsuccessfully mounting an expansive novel defense in law. Here, the Crown is exhibiting the most aggressive form of cost recovery that is typical of pharmaceutical corporations engaged in a long and hard fought patent litigation. 5.


 


Although the Plaintiff resisted the characterization of the present action as being a “test case”, this Court ordered that all other actions filed by the Plaintiff be stayed until 45 days after this Court’s ruling in T-1391-14, which happened to be the case that was the most procedurally advanced of all the actions filed by the Plaintiff. The Crown identified a test case approach to address what it believed was a vital legal issue (i.e. whether the Plaintiff has abused copyright law) and is now claiming that the Plaintiff should have simply resolved the test case based on its offer to settle. 6.


 


Given the significance of the present case for the Crown as a tool to advance a novel point of law, which was not successful - an award of costs should be limited to $5,000. In the alternative, the specific circumstances of the present case and the context of the Defendant’s offer to settle should not justify a departure from Column III costs. Under either argument, it is submitted that the Defendant should not be permitted to double its costs for an action that it unsuccessfully sought to use as a precedent setting case in connection with non-related actions. 


B. Calculation of Column III Costs 


7.


 


Unless this Court orders otherwise, Rule 407 provides that Column III costs are applicable for the award of party-and-party costs. Where this Court has allowed a departure from Column III costs, it relates to complex patent cases where costs are assessed at the upper end of Column IV.


1


 However, such cases, involving weeks of trial, dozens of experts, and millions of dollars in damages,


2


 bear no resemblance to the present case which involved no expert evidence, could have been completed in two days and was unnecessarily protracted by a novel law argument of the Defendant. The level of complexity of the current case was low. 


1


 See for example: 


 Apotex Inc. v. Sanofi-Aventis


, 2012 FC 318 at para 5; Johnson & Johnson Inc. v. Boston Scientific Ltd., 2008 FC 817 


2


 See: 


 Apotex Inc. v. Sanofi-Aventis


, 2012 FC 318. 
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This said, even in complex patent cases, Column III costs may be applied.


3


 In the present case, which is radically different from “hard fought patent litigations”, there was also no agreement between the parties that costs should be assessed above Column III.


4


 8.


 


The Plaintiff provides the following reference point for calculation of damages according to Column III of the table to Tariff “B”: 


Item Assessable Service Column III Plaintiff’s Position A. Originating documents and Other Pleadings 


1 Originating process N/A 2 Preparation and filing of all defences, replies, counterclaims or respondents’ records and materials. 4 - 7 3 Amendment of pleading The Defendant amended its pleading of its own volition to reflect its novel defense and should not be compensated for the amendment. 


B. Motions 


4 Uncontested motions N/A 5 Preparation and filing of a contested motion, including materials and responses thereto. N/A The costs of motions to stay and compel answers have already been paid in favor of the Defendant. The Defendant is not entitled to double compensation or to use the outcome of procedural motions as a costs consideration/ 6 Appearance on motion per hour N/A Already compensated – see #5 above 


C. Discovery and Examinations 


7 Discovery of documents, including listing, affidavit and inspection. 2 - 5 The Defendant caused the scope of discovery to be amplified to include thousands of pages from other unrelated actions resulting in many hours of wasted time for both parties. 8 Preparation for an examination, including examinations for discovery, on affidavits, and in aid of execution. 2 - 5 The scope of preparation for discoveries was likewise considerably expanded by the Defendant’s over-cautious approach, predicated on a defense encompassing other unrelated actions. 


3


 


Hoffman La roche Ltd. v Apotex Inc


., 2013 FC 1265 at para 8. 


4


 


Eurocopter v. Bell Helicopter Textron Canada Ltd.


, 2012 FC 842 at para 22. 
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